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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 26 
March 2007 has been entered. 

Status of Claims 

2. Applicant has amended claims 1-5. No claims have been cancelled or newly 
added. Thus, claims 1-7 remain pending and are presented for examination. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-7 have been considered but are 
moot in view of the new ground(s) of rejection. 



Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on 03 April 2007 was filed 
has been considered by the examiner. 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

r 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claim 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jovicic et 
al [US 5,855,007] in view of Nemirofsky [US 5,953,047], and Valencia et al [US 
5,380,991]. 

As per claim 1, Jovicic et al discloses (a) transmitting to the user computer via 
the global computer network, data referring to the product [col 7, lines 56-64]; 
(b) subsequently receiving from the user computer, via the global computer network, 
data indicating that the user desires to receive a coupon for the product [col 8, lines 1- 
10]; (c) responsive to the receiving step, transmitting to the user computer via the global 
computer network, coupon data representative of the coupon [col 8, lines 32-39]. 
Jovicic et al does not explicitly disclose using an address associated with the user 
computer. However, Jovicic et al discloses the Internet node communicates using 
Internet Protocol (IP) with another computer connected to the Internet [col 5, lines 32- 
40, networks using IP protocol route messages based on IP address]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the invention of Jovicic et al to include using an address associated with the user 
computer so that the computer knows where to send the information. 
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Jovicic et al does not disclose (d) writing the coupon data, transmitted in step (c), onto 
the smart card. However, Nemirofsky discloses transmitting coupon data to a computer 
screen over a computer network and writing the coupon data onto a smart card [col 8, 
lines 20-24]. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the invention of Jovicic et al to include the method 
disclosed by Nemirofsky. Nemirofsky provides the motivation that the invention 
achieves real-time interactivity and is convenient for consumers [col 1, lines 48-50]. 
Jovicic et al does not disclose writing the coupon data onto a smart card with the smart 
card reader/writer. However, Valencia discloses a paperless coupon redemption 
system and method that includes a smart card and the terminal device (including card 
reader/writer) in communication with the card so as to write the data into the smart card 
and the POS reads the smart card with the reader/writer (Fig. 5). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
the invention of Jovicic et al to include the method disclosed by Valencia et al. Valencia 
provides the motivation that the method allows a shopper to obtain the benefit of 
reduced prices for certain items without the necessity of redeeming paper coupons 
[Abstract]. 

7. Claims 2-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jovicic et al [US 5,855,007] in view of Nemirofsky [US 5,953,047], Valencia et al [US 
5,380,991], and Christensen et al [U.S. Patent 5,710,886]. 
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As per claims 2-4, Jovicic et al discloses (a) transmitting to the user computer 
via the global computer network, data referring to the product [col 7, lines 56-64]; 
(b) subsequently receiving from the user computer, via the global computer network, 
data indicating that the user desires to receive a coupon for the product [col 8, lines 1- 
10]; (c) responsive to the receiving step, transmitting to the user computer via the global 
computer network, coupon data representative of the coupon [col 8, lines 32-39]. 
Jovicic et al does not explicitly disclose using an address associated with the user 
computer. However, Jovicic et al discloses the Internet node communicates using 
Internet Protocol (IP) with another computer connected to the Internet [col 5, lines 32- 
40, networks using IP protocol route messages based on IP address]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the invention of Jovicic et al to include using an address associated with the user 
computer so that the computer knows where to send the information. 
Jovicic et al does not disclose (d) writing the coupon data, transmitted in step (c), onto 
the smart card. However, Nemirofsky discloses transmitting coupon data to a computer 
screen over a computer network and writing the coupon data onto a smart card [col 8, 
lines 20-24]. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the invention of Jovicic et al to include the method 
disclosed by Nemirofsky. Nemirofsky provides the motivation that the invention 
achieves real-time interactivity and is convenient for consumers [col 1, lines 48-50]. 
Jovicic et al does not disclose writing the coupon data onto a smart card with the smart 
card reader/writer; (e) reading the coupon data with the second smart card 
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reader/writer; (f) determining if a list of products, being purchased by the user, includes 
data corresponding to the coupon data; and (g) if the list of products includes data 
corresponding to the coupon data, then crediting the user with an amount indicated by 
the coupon data. However, Valencia discloses a paperless coupon redemption system 
and method that includes a smart card and the terminal device (including card 
reader/writer) in communication with the card so as to write the data into the smart card 
and the POS reads the smart card with the reader/writer (Fig. 5). Therefore, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to modify 
the invention of Jovicic et al to include the method disclosed by Valencia et al. Valencia 
provides the motivation that the method allows a shopper to obtain the benefit of 
reduced prices for certain items without the necessity of redeeming paper coupons 
[Abstract]. Moreover, Christensen et al discloses transmitting to coupon data to a user 
computer, via a global computer network [col 8, lines 42-col 9, lines 8; see fig, 10-13]; 
reading the coupon data; determining if a list of products includes data corresponding to 
the coupon data; and reporting the coupon information to a clearinghouse [col 15, lines 
20-col 16, lines 26]. Also, the Examiner takes Official Notice that it is old and well 
known in the coupon industry to credit a customer with an amount indicated by the 
coupon. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the invention of Nemirofsky et al to include the methods 
disclosed by Christensen et al including crediting the user with amount indicated by the 
coupon data. Valencia et al provides the motivation that the invention avoids the 
traditional problems in which paper coupons must be distributed by a manufacturer, 
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retained by a customer, brought to a consumer outlet, organized at a checkout station, 
inspected to determine whether the coupons are expired and then redeemed at a 
central clearinghouse [col 2, lines 51-58]. 

8. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jovicic et 
al [US 5,855,007] in view of Jones [US 5,500,681], and Valencia et al [US 5,380,991]. 

As per claim 5, Jovicic et al discloses (a) viewing a plurality of available 
downloadable coupons, received in a packet having an address associated with the 
user computer in the global computer network, on the computer monitor; 

(b) subsequently generating an input to the computer indicating a selection of a selected 
coupon from the plurality of available downloadable coupons [col 8, lines 1-17]; 

(c) receiving data corresponding to the selected coupon, the received data having been 
transmitted using the address through the global computer network after step (b) [col 8, 
lines 32-39]. Jovicic et al does not explicitly disclose using an address associated with 
the user computer. However, Jovicic et al discloses the Internet node communicates 
using Internet Protocol (IP) with another computer connected to the Internet [col 5, lines 
32-40, networks using IP protocol route messages based on IP address]. Therefore, it 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
modify the invention of Jovicic et al to include using an address associated with the user 
computer so that the computer knows where to send the information. Jovicic et al does 
not further disclose receiving the coupon is a packet. However, Jones et al discloses 
transmitting selected coupon to a user through the use of a packet [col 4, lines 9-27 and 
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39-49]. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the invention of Jovicic et al to include the method 
disclosed by Jones et al to transmit longer messages more efficiently and reliably. 
Jovicic et al does not disclose causing the received data to be written to the smart card; 
and (d) presenting the smart card to a smart card reader/writer at the store while 
purchasing a product corresponding to the coupon; (e) whereby the store applies a 
credit specified by the coupon data to a purchase price of the product. However, 
Valencia et al discloses a paperless coupon redemption system and method in which a 
smart card is presented to a reader/writer while purchasing a product at a store [col 9, 
lines 40-53]. Also, the Examiner takes Official Notice that it is and well known in the 
coupon industry to credit a customer with an amount indicated by the coupon. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention to modify the invention of Jovicic et al to include the disclosed by Valencia et 
including crediting a customer with an amount indicated by the coupon. Valencia et al 
provides the motivation that the invention avoids the traditional problems in which paper 
coupons must be distributed by a manufacturer, retained by a customer, brought to a 
consumer outlet, organized at a checkout station, inspected to determine whether the 
coupons are expired and then redeemed at a central clearing house [col 2, lines 51-58]. 
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9. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Valencia 
et al [U.S. Patent 5,380,991] in view of Jovicic et al [US 5,855,007] and Nemirofsky et al 
[U.S. Patent No. 6,505,773]. 

As per claim 6, Valencia et al discloses (a) a processor in communication 
with a computer network [see col.4 lines 14-15, the host computer or computer system 
being coupled to the smart card: col 8, lines 15-19]; (b) a smart card reader/writer 
circuit, in communication with the processor, capable of writing data to a smart card 
[see col. 4, lines 4-26; col 6, lines 29- 30 for using reader/writer]; and (c) a program that 
receives a user selection, and causes the processor to write data that is received via the 
global computer network onto a smart card via the smart card reader/writer circuit [col. 
4, lines 30-36]. Valencia et al does not teach that a program receives coupon data 
having been transmitted through the global computer network after the program sends 
the corresponding selection through the global network. However, Jovicic et al discloses 
transmitting to the user computer via the global computer network, data referring to the 
product [col 7, lines 56-64]; subsequently receiving from the user computer, via the 
global computer network, data indicating that the user desires to receive a coupon for 
the product [col 8, lines 1-10] and (c) responsive to the receiving step, transmitting to 
the user computer via the global computer network, coupon data representative of the 
coupon [col 8, lines 32-39]. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the invention of Valencia et al to 
include the method disclosed by Jovicic et al. Jovicic et al provides the motivation that 
the invention that consumer significantly decrease the amount of time and effort 
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expended in locating, clipping, and assembling of coupons [col 2, lines 20-39]. Valencia 
et al does not disclose causing the processor to write coupon data from the user 
computer onto a smart card. However, Nemirofsky discloses transmitting coupon data 
to a computer screen over a computer network and writing the coupon data onto a 
smart card [col 8, lines 20-24]. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to modify the invention of Jovicic et al to 
include the method disclosed by Nemirofsky. Nemirofsky provides the motivation that 
the invention achieves real-time interactivity and is convenient for consumers [col 1, 
lines 48-50]. 

10. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Christensen et al [U.S. Patent 5,710,886] in view of Jovicic et al [US 5,855,007], 
Nemirofsky [US 5,953,047], and Valencia et al [US 5,380,991]. 

As per claim 7, Christensen et al discloses (a) a processor in communication 
with a global computer network [Fig. 2]; and a checkout station, for reading the coupon 
data stored on the smart card held by a user, including: (a) a cash register; 
(b) a processor in communication with the cash register and with a telecommunications 
link [see Fig. 2]; (d) a program that executes the steps of: (i) reading coupon data on the 
smart card with the second smart card reader/writer; (ii) determining if a list of products, 
being purchased by the user, includes data corresponding to the coupon data; (iv) 
reporting the coupon to a coupon clearinghouse via the telecommunications link [col 15, 
line 20-col 16, line 26]. Christensen et al does not disclose (c) a program that receives 
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a user selection, sends the received selection through the global computer network, 
receives coupon data corresponding to the selection, the received coupon data having 
been transmitted through the global computer network after the program sends the 
corresponding selection through the global computer network. However, Jovicic et al 
discloses transmitting to the user computer via the global computer network, data 
referring to the product [col 7, lines 56-64]; subsequently receiving from the user 
computer, via the global computer network, data indicating that the user desires to 
receive a coupon for the product [col 8, lines 1-10] and (c) responsive to the receiving 
step, transmitting to the user computer via the global computer network, coupon data 
representative of the coupon [col 8, lines 32-39]. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to modify the invention of 
Christensen et al to include the method disclosed by Jovicic et al. Jovicic et al provides 
the motivation that the invention that consumer significantly decrease the amount of 
time and effort expended in locating, clipping, and assembling of coupons [col 2, lines 
20-39]. Christensen et al does not disclose causing the processor to write the coupon 
data that is received via the global computer network onto a smart card via the first card 
reader/writer. However, Nemirofsky discloses transmitting coupon data to a computer 
screen over a computer network and writing the coupon data onto a smart card [col 8, 
lines 20-24]. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify the invention of Christensen et al to include the 
method disclosed by Nemirofsky. Nemirofsky provides the motivation that the invention 
achieves real-time interactivity and is convenient for consumers [col 1, lines 48-50]. 
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Furthermore, Valencia discloses a paperless coupon redemption system and method 
that includes a smart card and the terminal device (including card reader/writer) in 
communication with the card so as to write the data into the smart card and the POS 
reads the smart card with the reader/writer (Fig. 5). Therefore, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to modify the 
invention of Christensen et al to include the method disclosed by Valencia et al. 
Valencia provides the motivation that the method allows a shopper to obtain the benefit 
of reduced prices for certain items without the necessity of redeeming paper coupons 
[Abstract]. Christensen et al does not disclose (iii) if the list of products includes data 
corresponding to the coupon data, then crediting the user with a refund of an amount 
indicated by the coupon data. However, the Examiner takes Official Notice that it is and 
well known in the coupon industry to credit a customer with an amount indicated by the 
coupon. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to modify the invention of Christensen et al to include the disclosed 
by Valencia et including crediting a customer with an amount indicated by the coupon. 
Valencia et al provides the motivation that the invention avoids the traditional problems 
in which paper coupons must be distributed by a manufacturer, retained by a customer, 
brought to a consumer outlet, organized at a checkout station, inspected to determine 
whether the coupons are expired and then redeemed at a central clearing house [col 2, 
lines 51-58]. 
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Conclusion 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested that the applicant, in preparing the 
responses, fully consider the references in entirety as potentially teaching all or part of 
the claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shannon S. Saliard whose telephone number is 571- 
272-5587. The examiner can normally be reached on Monday - Friday, 8:00 am - 4:30 
pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John W. Hayes can be reached on 571-272-6708. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 



Application/Control Number: 10/670,297 Page 14 

Art Unit: 3628 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should . 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Please address mail to be delivered by the United States Postal Service (USPS) 
as follows: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(571) 273-5587 [Informal/ Draft Communications, labeled 

"PROPOSED" or "DRAFT"] 
Hand delivered responses should be brought to the Customer Service Window, 
Randolph Building, 401 Dulany Street, Alexandria, VA 22314 



Shannon S Saliard 

Examiner 

Art Unit 3628 




